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Bef ore Qui nn, Chaprman and Wendel, Adm nistrative Trademark
Judges.

Opi ni on by Wendel, Admi nistrative Trademark Judge:

Studner Enterprises, Inc. has filed an application to
regi ster the mark BARNACLE S RESTAURANT & LOUNGE for
“restaurant services.”?!

Regi stration has been finally refused under Section

2(d) on the ground of likelihood of confusion with the mark

! Serial No. 75/380,198, filed Cctober 27, 1997, claimng a date
of first use of Septenber 1983 and a date of first use in
conmer ce of Septenber 1985. A disclainmer has been entered of the
wor ds RESTAURANT & LOUNGE
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BARNACLE' S SEAFOOD, OYSTERS & SPORTS and design, in the
form depi cted below, which is registered for

“restaurant/bar.”?

The refusal has been appeal ed and both applicant and the
Exam ning Attorney have filed briefs. An oral hearing was
not requested.

We make our determ nation of |ikelihood of confusion
on the basis of those of the du Pont® factors which are
rel evant under the circunstances at hand. Two key
considerations in any analysis are the simlarity or
dissimlarity of the respective marks and the simlarity or
dissimlarity of the goods or services with which the marks
are being used. See In re Azteca Restaurant Enterprises,
Inc., 50 USPQ2d 1209 (TTAB 1999) and the cases cited

t her ei n.

2 Registration No. 2,171,068, issued July 7, 1998, claining first
use dates of March 22, 1993. A disclainmer has been made of the
wor ds SEAFOOD, OYSTERS & SPORTS. As pointed out by the Exam ning
Attorney, although the registration issued in dass 41, the
correct class for the recited services is O ass 42.

3 See Inre E.l. du Pont de Nenours & Co., 476 F.2d 1357, 177
USPQ 563 (CCPA 1973).
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Looking to the marks, we agree with that Exam ning
Attorney that the dom nant part of both applicant’s and
registrant’s marks is the word BARNACLE'S. Wile it is
true that marks nust be considered in their entireties in
determ ning |ikelihood of confusion, it is also well
established that there is nothing inproper in giving nore
or less weight to a particular portion of a mark. See In
re National Data Corp., 753 F.2d 1056, 224 USPQ 749 (Fed.
Cr. 1985). Although disclained matter cannot be ignored,
the fact remains that consunmers are nore likely to rely on
t he non-descriptive portion of the mark as an indication of
source. See Hilson Research Inc. v. Society for Hunman
Resour ce Managenent, 27 USPQRd 1423 (TTAB 1993). Moreover,
if one of the marks conprises both words and a design, the
words are normally accorded greater weight because the
wor ds are what woul d be used by consuners to request or
refer to the services. This is particularly true when
restaurant services are involved, since consuners are often
likely to patronize restaurants on the basis of word-of-
mout h reconmendations. See In re Appetito Provisions Co.,
3 USPQ2d 1553 (TTAB 1987).

Here, the descriptive wordi ng RESTAURANT & LOUNGE in
applicant’s mark has little or no significance as an

i ndi cator of a particular source. It is sinply the generic



Ser No. 75/380, 198

termfor an establishnent of this type. The specinens

t hensel ves denonstrate that consunmers would refer to
applicant’s restaurant as BARNACLE' S. (See comment, *“Loved
it, you need to put a Barnacles [sic] in West Virginia”).
In registrant’s mark the wordi ng SEAFOOD, OYSTERS & SPORTS
nmerely describes the type of food available, along with the
type of entertainment. This also is a description which
woul d be appropriate for nmany such establishnents and,

thus, has little source-indicating significance. It is the
word BARNACLE' S which is the portion of each mark which
woul d be relied upon as the identifier of the particul ar
source of the restaurant services being provided

t hereunder. See In re Dixie Restaurants, Inc., 105 F.3d
1405, 41 USP@2d 1531 (Fed. G r. 1997).

Applicant argues that the design of a clam serving
seafood is the distinctive feature of registrant’s mark,
and cannot be ignored in viewing the marks as a whol e.
While we agree that this design feature nust be consi dered
in conparing the marks in their entireties, we also are
t horoughly convinced that it is the word BARNACLE S by
whi ch consuners would refer to registrant’s restaurant/bar
services and not a description of the clam holding a beer

and a plate of seafood. Although the design may be eye-
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catching, it is not the dom nant portion of the mark for
pur poses of source-identification.

Accordi ngly, when the respective marks are consi dered
intheir entireties, we find that, although there are
obvi ous differences in appearance and sound, both nmarks are
dom nated by the word BARNACLE S and, as a result, create
highly sim|ar comercial inpressions.

Turning to the services, we agree with the Exam ni ng
Attorney that applicant’s restaurant services and
registrant’s restaurant/bar services are identical.
Despite the fact that the cited registration issued in
Class 41, the restaurant services recited in the
registration are the sanme as applicant’s services.
Furthernore, it is obvious fromapplicant’s mark that its
restaurant also features a | ounge or bar.

Applicant has also raised the issue of the | ack of
actual confusion, with applicant’s assertion of use of its
mar k since 1983 and registrant’s claimof use since 1993.
This factor can be given little probative weight, however
because registrant has not had the opportunity to be heard
fromon this point. See In re National Novice Hockey
League, Inc., 222 USPQ 638 (TTAB 1984). Al t hough appli cant
points out that it is located in Ornond Beach, Florida,

whereas registrant’s restaurants are purportedly located in
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Atl anta, Georgia, any present geographic separation in the
area of use of the marks is irrelevant.* Federal

regi stration creates the presunption that registrant has
the exclusive right to use its mark throughout the United
States. See Coach House Restaurant Inc. v. Coach and Six
Restaurants Inc., 934 F.2d 1551, 19 USPQ2d 1401 (Fed. Gir.
1991). This is not a concurrent use proceeding in which
the issue of concurrent registrations with geographic
[imtations as to areas of use is taken under
consideration. See Trademark Rule 2.133(c).

Finally, applicant argues that applicant has earlier
dates of first use and first use in commerce than those
clainmed by registrant. Priority of use, however, is not
germane to the determnation of an applicant’s right to
register in an ex parte proceeding. See In re Cal gon
Corp., 435 F.2d 596, 168 USPQ 278 (CCPA 1971). Any
challenge to the cited registration nust be raised in a
cancel | ati on proceedi ng.

Accordingly, in viewof the simlarity of comerci al

i npressions of the respective marks and the use thereof in

* Applicant has attached portions of the file history of the
cited registration to its brief. This evidence is untinmely under
Trademark Rule 2.142(d) and will not be considered. Al though the
Exam ning Attorney did not raise an objection thereto, she did
not address the evidence on the nerits. Even if we considered

t he evidence, we would reach the same deci sion on the case.
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connection with identical restaurant services, we find
confusion |ikely.
Deci sion: The refusal to register under Section 2(d)

is affirned.

T. J. Quinn

B. A Chapnan

H R Wendel

Adm ni strative Trademark Judges,
Trademark Trial and Appeal Board
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